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1. The examiner acknowledges the amendment to claim 1 filed on 
Nov. 21, 2006. Claims 1-3, 5, and 6 are pending. 

2. The objection to the specification set forth in the office 
action mailed on Aug. 28, 2006, paragraph 5, has been withdrawn 
in response to amended paragraph [0064] in the specification 
filed on Nov. 21, 2006. 

The prior art rejections of claims 1-3, 5, and 6 under 35 
U.S.C. 103(a), set forth in the office action mailed on Aug, 28, 
2006, paragraphs 8-12, have been withdrawn in response to the 
amendment to claim 1 filed on Nov. 21, 2006. That amendment to 
claim 1 added the limitation that the external additive 
comprises (A) calcium phosphate particles or calcium carbonate 
particles having a volume average primary particle diameter of 
0.1 to 3.0 ]im, (B) silica particles having a volume average 
primary particle diameter of 5 to 18 nm, and (C) silica 
particles having a volume average primary particle diameter of 
20 to 60 nm. None of the cited references teaches or suggests a 
toner comprising the external additive as now recited in instant 
claim 1, and the limitation that "the average number of 
particles of the external additive, having a particle diameter 
in the range of 0,1 to 3.0 pm, on the surface of the colored 
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polymer particle, is in the range of 10-500 particles per single 
colored polymer particle" recited in instant claim 1. 

3. The examiner notes that the instant specification 
determines the "average circle degree" recited in the instant 
claims by the formula disclosed at page 10, 

paragraphs 0025-0026. The specification further discloses in 
paragraph 0026 that the average circle degree may be measured 
with "flow type particle projection image analyzers, such as 
FPIA-1000 or FPIA-2000, products of Sysmex Corporation." 

4. The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

5. Claims 1-3, 5, and 6 are rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written 
description requirement. The claims contain subject matter that 
was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the 
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inventors, at the time the application was filed, had possession 
of the invention now claimed. 

Instant claim 1 recites that the colored polymer particle 
is "produced by polymerization reaction.'' 

The originally filed specification does not provide an 
adequate written description of said colored polymer particle as 
recited in instant claim 1. Applicant asserts that a "colored 
polymer particle produced by a polymerization reaction" is 
supported in paragraphs [0020] to [0022] of the specification. 
However, the originally filed specification in paragraphs [0020] 
and [0021] merely describes core-shell colored polymer 
particles. The originally filed specification in 
paragraph [0022] describes the use of the "amount of 
polymerizable monomer used for polymerization of shell layer" to 
determine the thickness of the shell. The limitation that 
"colored polymer particle is produced by polymerization 
reaction" recited in instant claim 1 is broader than the 
disclosed polymerized shell layer because it also encompasses 
core particles formed by a polymerization reaction, which are 
not described in paragraph [0022] . 

6. Claim 3 is objected to under 37 CFR 1.75(c), as being of 
improper dependent form for failing to further limit the subject 
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matter of a previous claim. Applicant is required to cancel the 
claim (s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim (s) in independent form. 

Claim 3, which depends from independent claim 1, recites 
that the colored polymer particle has "a core-shell structure." 
However, claim 1 already requires that the "colored polymer 
particle . . . has a core-shell structure." 



7. Applicant's amendment necessitated the new ground (s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 
CFR 1.136(a) . 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 



8. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Janis L. 
Dote whose telephone number is (571) 272-1382. The examiner can 
normally be reached Monday through Friday. 
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If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mr. Mark Huff, can be 
reached on (571) 272-1385, The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 

Any inquiry regarding papers not received regarding this 
communication or earlier communications should be directed to 
Supervisory Application Examiner Ms. Claudia Sullivan, whose 
telephone number is (571) 272-1052. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov.. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 
(IN USA OR CANADA) or 571-272-1000. 




^JANISLOOTE 
TUMARY EXAMINER 
GROUP ttOfr- 



JLD 

Feb. 2, 2007 



